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Abstract

In the era of globalization, the acts of counterfeiting and infringement against celebrities have occurred all over
the world. The “classic trinity” test, established by Lord Oliver in the Jif Lemon case, is widely regarded as the
most reliable method for proving a passing-off allegation. To succeed, the claimant must demonstrate the
following three elements: goodwill, misrepresentation, and damage or the likelihood of damage. This article
delves into the intersection of celebrity image rights and the tort of passing off within the UK legal framework.
This article highlights the challenges celebrities face in protecting their likeness in the absence of a codified
image right in the UK, contrasting this with the broader approach seen in the United States. Additionally, it
examines the necessity for celebrities to establish local goodwill to succeed in passing-off claims, as evidenced
by the Starbucks (HK) Ltd v British Sky Broadcasting Group Plc case. The paper emphasizes the delicate
balance between free competition and protection against unfair competition, illustrating the complexities
involved in enforcing celebrity image rights through passing off.
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1. Introduction

Why would Madonna be paid to front advertisements for prestigious luxury brands like Versace, Dolce &
Gabbana, and Louis Vuitton? Why did Lionel Messi’s endorsement fees multiply after winning the World Cup
2022? Why are luxury brands always looking for celebrity endorsements?

It is undeniable that celebrities enjoy a good reputation, and then commercial celebrities can sell anything in our
daily lives, from cosmetics to razors, and our lifestyle choices are constantly influenced by celebrity advertising.

According to commercial studies scholar Graeme Turner, the popularity of celebrities in the contemporary
business environment is certainly at an all-time high, and the role that celebrities play in many aspects of the
business world has certainly expanded and multiplied in recent years.*

At the same time, passing off is very common, which not only undermines the rights of commercial celebrities
but also allows consumers to purchase goods out of misunderstanding.

Unlike the right of publicity in the US, commercial celebrities in the UK have no legal rights to their images and
can only defend their rights by the tort of passing off and other Intellectual Property rights to protect their
likenesses from infringement in the commercial sphere.

The purpose of the passing off tort is to shield business owners and customers from misunderstanding brought
on by the tortfeasor’s misrepresentation.? It has been said that passing off is a “protean tort,” indicating that it is
intrinsically adaptable and can and should take into account shifting business practises.® Its elusive character is
further demonstrated by the term “protean,” which is solely a product of case law.*
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The “classic trinity” test developed by Lord Oliver in the Jif Lemon case has come to be seen as the most
reliable way to prove a passing-off allegation.’ In order to do so, the claimant must prove the following three
limbs:

(1) Goodwill;
(2) Misrepresentation;
(3) Damage or likelihood of damage.

As mentioned above, the tort of passing off is a product of case law, so this essay will first introduce the
relationship between celebrity portrait rights and the tort of Passing Off by looking at the Rihanna v Topshop
passing off, which will help us to better understand the connection between the two concepts. It will then discuss
whether celebrities should establish local goodwill to ensure a balance of classical trinity’ when defending their
rights through the tort of passing off.

2. The Relationship Between Celebrity “Image Rights” and the Tort of Passing off: The Rihanna V
Topshop Case

There is no such thing as an “image right” in English law that would let a famous person manage how their name
or picture is used. A celebrity must thus rely on another legal claim, such as one for breach of contract, breach of
confidence, infringement of intellectual property rights, or passing off, to prevent the illegal use of their image.
In discussing the link between “image rights” and the tort of passing off, Rihanna v Topshop passing off is
valuable as a classic case of case law.

Rihanna, real name Robyn Fenty, is a well-known pop icon. Topshop, a high-end clothing retailer, purchased a
licence to use a photograph of her face and put it on a T-shirt. The approval of Rihanna was neither requested nor
secured. She filed a passing-off lawsuit.

The “classical trinity” of components outlined in Reckitt v. Colman Borden [1990] 1 WLR 491 are used to
demonstrate if passing off has occurred. Rihanna needed to demonstrate that:®

She had a good reputation and goodwill among the relevant members of the public;

Placing her face on a T-shirt constituted a misrepresentation because it might have led those individuals to
mistakenly believe that she had approved the product;

The misrepresentation must have damaged her goodwill.

Rihanna didn’t have any rights under the other categories of law mentioned above, and there was no indication
that her privacy had been violated or that she owned any pertinent copyright. The RIHANNA registration was
not largely taken into account.”

In this case, Rihanna herself did not appear in court, other witnesses provided testimony regarding Rihanna’s
partnerships with fashion companies (see more below), the value of Rihanna’s image in merchandise, and the
business based on creating apparel utilizing celebrities’ illegal, non-infringing photographs. There was no
evidence of consumer misunderstanding in advance.

In terms of goodwill, Rihanna was cool, just like Apple’s tablet in Apple v. Samsung [2012] EWHC 1882. She
was a household name.® She managed a sizable merchandise and endorsement business. She granted permission
for her name and likeness to be used in connection with a range of products, including apparel. Instead of
standard merchandise, some of these goods were “fashion clothes,” such as T-shirts with tour dates printed on
the back and an image of a pop singer on the front. A few have previously been offered for sale in Topman,
Topshop’s sibling store. She had created apparel in partnership with H&M, Gucci, Armani, and River Island.
Meanwhile, Topshop had publicly expressed its desire to collaborate with Rihanna before the t-shirts went on
sale. The judge was persuaded that Rihanna’s reputation as a style icon had real worth in the high street fashion
industry. Therefore, the claimants had enough goodwill.

Misrepresentation was the key issue. The court determined that a large portion of the material he evaluated was
unfavourable to a judgement of misrepresentation: Despite the fact that there were several unlicensed items
using Rihanna’s picture for sale, the general public may not have assumed that all of them were unlicensed.
®However, the court stated that given Topshop’s prior actions, its consumers did not have any positive
expectations when they saw clothing with celebrity photos; they did not think that such clothing was necessarily
allowed but they also did not anticipate that it was not. Because these merchants often do not engage into deals
with celebrities or have “celebrity designed” lines, shoppers are likely to have a favourable anticipation that the
items are not supported when a “lower-end” retailer offers clothing branded with famous faces. Contrarily,
Topshop failed because its customers were more likely to think that the Rihanna t-shirt was also approved as a
result of the company’s business partnerships with celebrities.

Damage-wise, this was unquestionably present. Sales had decreased, and Rihanna had lost control of her
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reputation in the fashion industry. In the presence of all three components, the judge determined passing off.

Rihanna’s victory in this case shows that, if a shop fraudulently implies that the product is sponsored or
authorised by them, celebrities can stop the use of their images under the law of passing off. It may be easier for
celebrities like Rihanna to accomplish this since she has enough goodwill.

Given the extensive press both the first instance and Court of Appeal verdicts got, one would infer that this
ruling increased the scope of celebrities’ capacity to manage the use of their images or that the courts had
established a “image right” under English law. The judgement doesn’t actually do this. The court was adamant to
emphasise that there was no discussion of or attempt to create an independent image right in this instance.°

In reality, Rihanna’s success shows how challenging it is for a celebrity to manage how their likeness is used in
the UK. In fact, the style of the Rihanna image on the t-shirt influenced the choice in her favour. The court would
have been much less likely to decide that customers were deceived if Topshop had chosen to use a picture that
was not likely to be connected to her most recent album and not in a way that suggested it was a part of the
promotional materials for that aloum. The judgment’s paragraph 63 by Underhill LJ remarked that this case was
“near the boundary.”

The Court of Appeal reaffirmed the fact that celebrities cannot depend on any “image” rights. One may argue
that the UK has a narrow approach of its power to protect how its image is used. Ironically, the decision’s
practical importance shows how challenging it will be for other celebrities to make claims similar to Rihanna’s
in the future, even though Rihanna won her case against Topshop on this particular instance. Celebrities used to
having their “personality” or “image” right protected in the USA will nonetheless have a far harder time in the
UK for the time being.

The Rihanna v Topshop tort of passing off shows that there is no fairly strong link between ‘image rights’ and
the tort of passing off and that celebrities seeking to protect their image rights through the tort of passing off
must establish whether the other party’s infringement meets the criteria of ‘classic trinity’, which involves the
determination of goodwill, misrepresentation, and damage.

3. Global Celebrities and Local Goodwill: The Starbucks (HK) Case

According to Emmanuel K. Oke, “There is no need to distinguish between commercial traders and celebrities
when it comes to goodwill... Celebrities who want to utilise the tort of passing off to stop unlawful use of their
pictures can and should be compelled to establish local goodwill as well... Otherwise, it may upset the delicate
balance that the classic trinity elements of passing off strive to preserve.”!

This paper firmly endorses this view, celebrities should also be required to build local goodwill, otherwise, they
are unlikely to win a case. For example, in the Rihanna v Topshop case, Rihanna would not have won the case if
Topshop had not publicly expressed their desire to collaborate with Rihanna before the t-shirts were released. In
other words, it was Topshop’s desire to collaborate that helped Rihanna build enough local goodwill for her to
win the lawsuit. Without enough local goodwill, she could not have won this hard-fought victory.

According to David Tan, advised that when it came to the issue of building goodwill, a distinction should be
made between business traders and celebrities.> This view can be countered by the definition of goodwill. Lord
Macnaghten’s concept of goodwill in Inland Revenue Commissioners v Muller & Co’s Margarine Ltd is
frequently quoted.’® It is “the benefit and advantage of the good name, reputation, and connection of a business”
and “the attractive force which brings in custom”. Lord Macnaghten stated that the makeup of goodwill ““differs
in its composition in different industries and in different enterprises in the same trade” in his definition of
goodwill.}* In other words, goodwill must be localised whether one is dealing with commercial traders or
celebrities. In essence, the goodwill has to be connected to a local company.®®

According to the justifications offered by the Supreme Court for its ruling in Starbucks (HK) Ltd v British Sky
Broadcasting Group Plc (hereinafter, Starbucks (HK)), the Supreme Court cited the necessity to strike a
balance between encouraging free competition and safeguarding against unfair competition as one of the
justifications in this respect. This argument also supports the idea that in order for celebrities to depend on
passing off to stop unlawful uses of their pictures in English courts, they should first earn local goodwill.*

In this case, the claims in Starbucks (HK) were based in Hong Kong and offered Internet protocol television
services to customers under the name NOW TV. Viewers outside of Hong Kong, including those in the UK, may
receive the claimants’ programming through other channels without a subscription. The defendants then started
offering a comparable service in the UK under the same name as the claimants, thwarting the claimants’
ambitions to expand their subscription business to the UK. As a result, the claimants filed a passing-off lawsuit
in the UK against the defendants. The trial court rejected this case on the basis that the plaintiffs lacked goodwill
in the UK because they had no subscribers there, and the Court of Appeal and Supreme Court supported this
ruling.

32



LAW AND ECONOMY JUL. 2024 VOL.3, NO.7

Besides, the Supreme Court concluded that claimants must demonstrate goodwill in the form of local consumers
in order to prevail in a passing off lawsuit and that just reputation is insufficient.® In this case, the existence of
clients or consumers in England for the goods or services constitutes goodwill.°

In an era of globalisation, while Starbucks’ goodwill is undeniable and it may be able to win in similar situations
in other countries, it does not prevent it from hitting a wall in the UK. The principle of territoriality of IP law
must be mentioned.?’ This principle acknowledges that governments have the freedom to craft their national
intellectual property laws to meet their socioeconomic objectives and ambitions, and it is represented in the
numerous flexibility provisions included in a number of IP treaties, including the TRIPS Agreement.?! This
notion is also reflected in the passing off tort. Governments are allowed to determine the boundaries of the tort of
passing off, including the standards for preserving goodwill inside their borders, in the absence of a specific
treaty provision. The territoriality concept applies to the proprietary component of the tort as well as a
company’s goodwill.??

Although commercial merchants were involved in the facts of the Starbucks (HK) case, celebrities with a
widespread reputation are also affected by the judgement’s ramifications. In this regard, it is important to keep in
mind that passing off protects the goodwill associated with a trader’s sign or badge but not the trader’s sign or
badge itself (unlike trademark law).% Celebrities’ names or images serve as their sign or badge, and the tort of
passing off protects the goodwill associated with such names or images. Importantly, a celebrity can use
endorsements to meet the standards for demonstrating goodwill throughout the nation.?* In the Rihanna v
Topshop case, some of the products Rihanna allowed were sold in stores run by businesses affiliated with the
defendants’ organisation between 2010 and 2011.%> This ensured that Rihanna enjoyed enough local goodwill in
the UK.

As was already mentioned, the Supreme Court cited the necessity to strike a balance between the public interest
in free competition and the protection of a firm against unfair competition to support its decision in Starbucks
(HK).?® As a result, the court understood the need of allowing for some breathing room in order to promote
healthy competition and creativity in society.

According to Carty, the strict classic trinity is a sophisticated system that unites the interests of the claimant, the
customers, and the general public. It also means that not all appropriations, imitations, allusions to the market
leader, attention-getting on the strength of the claimant’s success, or riding on the coat-tails of the brand leader
will result in liability. The tort is thought to only be partially useful in enforcing laws that control unfair business
activities.?”

One of the three elements that make up the conventional trinity of the tort of passing off is the condition of
goodwill. In order to succeed, a claimant must therefore demonstrate deceit and goodwill loss even if they can
demonstrate goodwill. The traditional trinity is predicated on the necessity of goodwill, though, and substituting
reputation for goodwill will disrupt the delicate balance between the public’s interest in free competition and the
protection of the merchant or celebrity against passing off.

4. Conclusion

Unlike in the US, there are no legal provisions relating to the ‘image rights’ of celebrities in the UK. Celebrities
can only defend their “image rights” by suing for breach of contract, breach of trust, infringement of intellectual
property rights, or passing off. As a common law country, the link between the tort of passing off and image
rights can often only be established by convention, the most typical and widely applied model being the
“classical trinity”. It contains the three essential components Goodwill, Misrepresentation, and Damage. Only
when these three elements are fully satisfied can a celebrity succeed in court and defend their “image rights”.

In terms of goodwill, no distinction should be made between commercial traders and celebrities, as essentially
the goodwill of both commercial traders and celebrities must satisfy the localization element in the UK, i.e., have
a connection with a local company. For global celebrities, this is often achieved by endorsing local merchandise.
Local goodwill cannot be replaced by reputation as it is part of the three elements of the classic trinity. Otherwise,
the balance of the classic trinity will be disturbed.
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